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Historical Perspective 

•  The	  first	  recorded	  reference	  to	  patents	  seems	  to	  be	  in	  Aristotle's	  
“Poli;cs”,	  composed	  in	  4th	  Century	  B.C..	  According	  to	  Aristotle,	  
Hippodamus	  of	  Miletos	  calls	  for	  a	  system	  of	  rewards	  to	  those	  who	  
discover	  things	  useful	  to	  the	  state.	  	  

•  The	  first	  regular	  administra;ve	  system	  to	  grant	  patent	  arose	  in	  Venice	  
in	  the	  late	  fiOeenth	  century.	  The	  Vene;an	  senate's	  1474	  Act	  was	  the	  
prac;ce	  gran;ng	  patents.	  This	  Vene;an	  Act	  laid	  out	  all	  the	  essen;al	  
features	  of	  a	  modern	  patent	  statute.	  	  

•  Patent	  came	  to	  Britain	  by	  the	  middle	  of	  the	  16th	  C,	  wherein	  	  Elizabeth	  I	  
used	  patent	  grants	  as	  an	  inducement	  for	  foreign	  ar;sans	  to	  introduce	  
con;nental	  technologies	  into	  England.	    
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What is a patent? 

•  Government	  monopoly	  to	  protect	  ideas	  and	  inven;ons	  

•  Valid	  for	  around	  20	  years	  

•  Different	  countries	  require	  separate	  patents	  

•  A	  patent	  is	  a	  legal	  document,	  hence	  the	  wording	  can	  become	  quite	  
complex	  

•  A	  typical	  patent	  can	  cost	  up	  to	  $200,000	  over	  its	  life	  if	  filed	  in	  mul;ple	  
countries,	  eg	  Europe,	  Australia,	  USA	  and	  Japan	  

•  The	  protec;on	  key	  patents	  can	  offer	  can	  be	  worth	  millions	  of	  dollars.	  
(50	  years	  aOer	  inven;ng	  Dolby	  Noise	  Reduc;on	  systems	  Ray	  Dolby	  
owns	  over	  50	  patents	  and	  is	  worth	  $2.4	  Billion)	  
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Who is an inventor? 

•  A	  person	  who	  made	  an	  inven;ve	  contribu;on	  to	  the	  inven;on	  as	  
defined	  in	  the	  claims	  of	  the	  patent	  

•  The	  inven;ve	  contribu;on	  must	  go	  to	  the	  concep;on	  of	  the	  
claimed	  inven;on	  

•  An	  inventor	  makes	  an	  inven;ve	  contribu;on	  to	  at	  least	  one	  claim	  

•  A	  defini;on	  of	  an	  “inventor”	  can	  vary	  from	  country	  to	  country	  so	  
patents	  filed	  in	  different	  countries	  may	  have	  different	  inventors	  

•  Being	  an	  author	  on	  a	  publica;on	  does	  not	  mean	  you	  are	  an	  
inventor	  
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The First page of a patent 
includes the;	

•   Name of the patent	

•   Inventor names	

•   Any prior publication 	

    information	

•   Filing date	

•   Assignee name	

•   Cited references	

•   Abstract of the patent	

•   1 representative diagram 	

    of the patent	

•   Patent classification 	

    numbers	


What	  is	  in	  a	  patent?	  
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The specification may (but is not 
required to) include a 

"background section", which is 
used to describe the state of the 

art before the arrival of the 
current invention and often 
describes the challenges or 

problems with the prior art that 
the current invention seeks to 

solve.	
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From a researcher's perspective, the 
specification preceding the claims is the most 
interesting part of a patent. It shows how the 
invention works and how it is made and used.	

The chief legal requirements for the 
specification is that it must "describe" the 
claimed invention in sufficient detail to "teach 
others how to make and use the invention". 
These are referred to as the written 
description and enablement requirements, 
respectively. The written description and 
enablement must match the breadth of the 
claims. If a claim includes devices/
compositions/processes which are not 
described or are not enabled by the 
specification, that claim is invalid. 	

	

Additionally, the description must disclose the 
best mode for carrying out the invention, as 
known by the inventors at the time the patent 
application is filed. The idea is that a person 
cannot gain the monopoly of a general patent 
while keeping secret their best embodiment of 
the invention. 	
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The claims are the most important component 
of a patent. The claims are what define the 

scope of the patent—which devices/
compositions/processes its monopoly will 

cover, and which devices/compositions/
processes are outside the monopoly. 

Infringement cases always revolve around the 
claims, not the specification, although the 

specification can be used to clarify the meaning 
of terms appearing in the claims. Despite any 
language in the specification to the contrary, 

(such as “The invention is ...“ or "The invention 
includes ...“), only the claims determine the 

scope of the monopoly right.	
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Priority and Invention 

 
•  All	  countries	  now	  u;lise	  the	  first	  to	  file	  rule	  for	  patents.	  	  
•  The	  act	  of	  inven;on	  has	  two	  parts,	  "concep;on"	  and	  "reduc;on	  to	  

prac;ce."	  Concep;on	  is	  the	  formula;on	  in	  the	  mind	  of	  the	  inventor	  
of	  the	  complete	  means	  for	  solving	  a	  problem	  in	  such	  a	  way	  that	  a	  
person	  skilled	  in	  the	  relevant	  art	  could	  prac;ce	  the	  inven;on	  by	  
following	  the	  inventor's	  concep;on.	  

•  "Reduc;on	  to	  prac;ce"	  is	  the	  earliest	  date	  where	  the	  inventor	  can	  
prove	  that	  they	  produced	  or	  applied	  the	  product	  or	  process	  
successfully.	  

•  Filing	  for	  a	  patent	  is	  considered	  to	  be	  the	  legal	  equivalent	  of	  
reducing	  to	  prac;ce	  if	  no	  earlier	  date	  can	  be	  proven.	  

•  Even	  though	  a	  publica;on	  is	  not	  a	  patent,	  a	  prior	  publica;on	  by	  
either	  the	  inventor	  OR	  by	  any	  other	  person	  can	  invalidate	  a	  patent	  

•  Pudng	  an	  idea	  onto	  a	  web	  page	  is	  considered	  publishing	  even	  if	  it	  
can	  be	  proved	  that	  no-‐one	  has	  read	  the	  par;cular	  webpage.	  
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Exploita0on	  of	  Patents 
 

•  Because	  patents	  are	  a	  property	  right,	  they	  may	  be	  owned	  or	  
transferred	  to	  another	  much	  like	  any	  other	  property	  right.	  

•  To	  transfer	  ownership	  of	  a	  patent,	  one	  "assigns"	  the	  patent	  to	  
another.	  

•  A	  patent	  may	  also	  be	  licensed.	  A	  license	  provides	  permission	  
for	  another	  party	  to	  engage	  in	  conduct	  that	  would	  otherwise	  
be	  infringing.	  
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Who	  approves	  a	  patent	  within	  CoEPP?	  

•  All	  poten;al	  inven;on	  disclosures	  should	  be	  reported	  to	  the	  relevant	  
Node	  Director	  

•  The	  Node	  Director	  will	  then	  report	  this	  no;fica;on	  to	  the	  Execu;ve	  
Commifee	  

•  All	  inven;on	  disclosures	  should	  be	  prepared	  on	  an	  Intellectual	  Property	  
Disclosure	  form	  iden;fying,	  inventors,	  literature	  searches,	  funding	  
sources	  and	  descrip;on	  of	  the	  IP.	  

•  Such	  forms,	  if	  required	  will	  be	  available	  through	  the	  Centre	  Manager	  
•  The	  Director	  with	  the	  Execu;ve	  Commifee	  or	  the	  relevant	  Node	  

Director	  will	  evaluate	  the	  Inven;on	  Disclosure	  and	  determine	  if	  the	  
Intellectual	  Property	  should	  be	  patented.	  	  There	  is	  no	  obliga;on	  to	  
patent.	  	  The	  evalua;on	  is	  solely	  based	  on	  its	  merit	  for	  
commercialisa;on.	  

•  If	  a	  patent	  is	  to	  be	  filed	  it	  must	  be	  approved	  within	  CoEPP	  and	  then	  
lodged	  with	  the	  relevant	  University	  IP	  office	  who	  will	  make	  a	  further	  
evalua;on.	  
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Lab Books  

•  Provide	  documentary	  evidence	  of	  the	  inven;ve	  process	  which	  can	  be	  
dated	  

•  Can	  iden;fy	  who	  was	  involved	  in	  the	  genera;on	  of	  the	  inven;on	  

•  Can	  be	  used	  to	  assist	  in	  resolving	  inventorship	  disputes	  

•  Should	  include	  wrifen	  notes,	  experiment	  results,	  references	  to	  data	  
loca;on,	  minutes	  of	  mee;ngs,	  etc.	  

•  Guidelines	  on	  best	  prac;ce	  for	  lab	  books	  are	  available	  
•  Informa;on	  from	  lab	  books	  can	  be	  used	  to	  write	  the	  patent	  

specifica;on	  and	  claims	  
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Publish or Patent? 

•  If	  you	  want	  to	  retain	  your	  IP	  rights,	  it	  is	  important	  that	  your	  intellectual	  
property	  (IP)	  is	  not	  disclosed	  prior	  to	  it	  being	  adequately	  protected.	  It	  is	  
important	  to	  understand	  that	  paten;ng	  means	  that	  you	  will	  have	  to	  
delay	  but	  not	  prevent	  publica;on.	  	  

•  Patents	  are	  only	  granted	  on	  ideas	  that	  are	  not	  publicly	  known.	  So	  if	  you	  
want	  to	  patent	  an	  idea	  you	  cannot	  publicly	  disclose	  the	  idea	  un;l	  you	  
have	  filed	  for	  patent	  protec;on.	  	  

•  A	  public	  disclosure	  can	  include	  a	  journal	  paper,	  poster	  presenta;on	  or	  
oral	  presenta;on	  at	  a	  conference,	  PhD	  Thesis,	  or	  even	  disclosure	  to	  a	  
single	  individual.	  (However	  confiden;al	  disclosure	  under	  agreement	  is	  
allowed,	  ie	  discussion	  with	  a	  patent	  aforney)	  

•  All	  publica;ons	  within	  the	  Centre	  which	  may	  involve	  the	  poten;al	  for	  
paten;ng	  of	  the	  technology	  should	  be	  referred	  to	  the	  relevant	  Node	  
Director	  for	  review	  before	  the	  publica;on	  is	  submifed	  to	  any	  Journal	  or	  
conference.	  
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Useful	  patent?	  
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A	  few	  final	  points	  

•  Safety	  Policy	  for	  Centre	  –	  Documenta;on	  and	  data	  collec;on	  

•  OH&S	  Audit	  Wednesday	  17	  July	  for	  Melbourne	  Node	  

•  Note	  will	  be	  issued,	  please	  read	  

•  The	  auditor	  can	  stop	  anyone	  in	  The	  School	  and	  ask	  safety	  related	  

ques;ons.	  Please	  familiarise	  yourself	  with	  details	  on	  the	  websites	  listed	  

before	  Wednesday.	  

•  Centre	  KPI	  data	  for	  Annual	  repor;ng	  to	  ARC	  

•  Publica;ons	  to	  be	  listed	  on	  the	  CoEPP	  web	  pages	  –	  project	  star;ng	  later	  this	  

year	  


